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In the Final Office Action with a mailing date of September 22, 2014, the Examining Attorney refused
registration on the basis that the mark shown in the specimen did not match the mark shown in the
drawing. In response to the refusal for registration, please consider the following. The basis for the
refusal of registration is that the mark in the drawing is "FIRST ASCENT" which differs from the mark
on the specimen because the third-party owned registered trademark "SUNCLOUD®" appears after
"FIRST ASCENT". As such, the Examining Attorney believes the specimen is not a substantially exact
representation of the mark shown on the drawing which is "FIRST ASCENT" alone. TMEP §807.12(a).
If the applied-for mark makes "a separate and distinct commercial impression apart from any other
matter with which the mark is or will be used on the specimen," then registration should not be refused
on the basis that the mark shown in the specimen does not match the mark shown in the drawing. TMEP
§807.12(d). Therefore, the issue is whether the applied-for mark, "FIRST ASCENT", has a separate and
distinct commercial impression apart from the commercial impression of "SUNCLOUD®". The mark
"FIRST ASCENT" creates a distinct and separate commercial impression because "FIRST ASCENT" is
the name of a particular line of products offered by Eddie Bauer while "SUNCLOUD®" is a separate
trademark owned by another party which is used to indicate the manufacturer of the goods. In In re
Royal Bodycare, Inc., 83 USPQ2d 1564 (TTAB 2007), the Board reversed a refusal of registration
where a specimen showed the applied-for mark "NANOCEUTICAL" next to an additional trademark
"RBC". The Board stated "[I]t is well established that a product can bear more than one trademark, that
each trademark may perform a different function for consumers and recipients of the productÂ…". Ibid
(citing examples of cases where a house mark and a product line mark were found to have different
commercial impressions due to their different respective functions). In the present case, the function of
the "SUNCLOUD®" mark is to identify the manufacturer of the goods. In contrast, the function of the
applied-for mark, "FIRST ASCENT", is to identify sunglasses included in a special line of products
offered by the retailer, Eddie Bauer. More specifically, the "FIRST ASCENT" product line is composed
of high-performance outdoor clothing, gear and accessories that are selected by elite wilderness guides
and experts. The "SUNCLOUD®" brand of sunglasses was selected to be part of the "FIRST ASCENT"
branded line of products. As such, both "SUNCLOUD®" and "FIRST ASCENT" are used as
trademarks for these particular sunglasses. Attachment A includes information about the selection
process for the "FIRST ASCENT" line of products. As stated in Attachment A, "First Ascent is a line of
world-class expedition and ski wear created with some of the best mountain and ski guides in the
world." Since "FIRST ASCENT" performs its function of identifying a branded line of products from



applicant, the "FIRST ASCENT" mark possesses a separate and distinct commercial impression from
the trademark immediately adjacent to it ("SUNCLOUD®"). Ibid. Online catalog pages often display
two marks together such as shown on Attachment B. This distinct commercial impressions is even more
true because applicant does not own the "SUNCLOUD®" and therefore could not include
"SUNCLOUD®" in the application. To maintain the refusal of registration, it must be shown that the
consumers will perceive the wording "FIRST ASCENT SUNCLOUD®" as a unitary trademark, where
the components possess identical commercial impressions. TMEP §807.12(d); In re Twenty Three East
Adams Street Corp, Serial No. 76610826 (TTAB February 13, 2009). In previous cases, the Board has
held that mere proximity of the wording is not enough to support a finding of a unitary mark. In re
Productive Products International, Inc., Serial No. 78903442 (TTAB January 29, 2009) (where the
specimen showed the applied-for mark "DIRT GRABBER" directly adjacent to, and in the same font as,
the mark "TAKMAT", however, the proximity of the wording was not enough to find the mark unitary.)
Please see Attachment C for a copy of the specimen in In re Productive Products International. In the
Productive Products case, both marks were in plain type face, as they are here. As in the case with
"DIRT GRABBER" and "TAKMAT", there is nothing linking "FIRST ASCENT" and
"SUNCLOUD®". If the mark components do not appear to be modifiers of one another, this is evidence
that the additional trademark "is not essential or integral subject matter such that it must be included in
the drawing." Ibid. (Finding that the wording "TAKMAT DIRT GRABBER" was not a unitary mark
because, in part, "TAKMAT" and "DIRT GRABBER" were not modifiers of one another the way SAN
DIEGO modified PADRES REPORT in the mark SAN DIEGO PADRES REPORT.) Here, the applied-
for mark "FIRST ASCENT" and the trademark "SUNCLOUD®" possess very different connotations
and meanings: the first is a mountaineering term-of-art while the second is the combination of two
words that are items in the sky. It is clear that FIRST modifies ASCENT. However, "FIRST ASCENT"
does not modify by "SUNCLOUD®", or vice versa, or communicate any meaningful impression to
consumers. FIRST ASCENT and SUNCLOUD® simply do not go together. Instead, consumers
viewing the applied-for mark, as shown on the specimen, are likely to adopt the logical and reasonable
conclusion that "FIRST ASCENT" and "SUNCLOUD®" are separable trademarks with distinct
commercial impressions. In re EMCO, Inc., 158 USPQ 622 (TTAB 1968) (finding that "MEYER" and
"RESPONDER" were separable trademarks with distinct commercial impressions, despite the
examining attorney's argument that the specimen displayed the unitary mark "MEYER RESPONSER",
because "MEYER" identified a line of products while the applied-for mark, "RESPONDER", was
"intended to and does distinguish" the applicant's goods from others). In re Servel, Inc. 85 USPQ 257,
260 (CCPA 1950) held that the courts in a proper case may recognize the right to registration of one part
of an owner's mark consisting of two parts. Here, the two marks have different owners and it only seems
reasonable to allow registration of the FIRST ASCENT mark when applicant does not even own the
SUNCLOUD® mark. Finally, as the Examiner can appreciate, Applicant includes "SUNCLOUD®" in
the online catalog product listing to avoid misleading consumers who would not understand that the
glasses are made from a manufacturer other than Eddie Bauer. Applicant's intention was to identity
sunglasses sold under two marks owned by different parties, not to display a unitary mark. Because the
mark "FIRST ASCENT" has a separate connotation, meaning and function and different owner than the
trademark "SUNCLOUD®", the marks have distinct commercial impressions. As a result, registration
should not be refused on the basis that the mark shown in the specimen does not match the mark in the
drawing. Applicant respectfully requests withdrawal of the refusal of registration and publication of the
mark. Applicant has also filed the Notice of Appeal.
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To the Commissioner for Trademarks:

Application serial no. 77464059 has been amended as follows:

ARGUMENT(S)
In response to the substantive refusal(s), please note the following:

In the Final Office Action with a mailing date of September 22, 2014, the Examining Attorney refused
registration on the basis that the mark shown in the specimen did not match the mark shown in the
drawing. In response to the refusal for registration, please consider the following. The basis for the refusal
of registration is that the mark in the drawing is "FIRST ASCENT" which differs from the mark on the
specimen because the third-party owned registered trademark "SUNCLOUD®" appears after "FIRST
ASCENT". As such, the Examining Attorney believes the specimen is not a substantially exact
representation of the mark shown on the drawing which is "FIRST ASCENT" alone. TMEP §807.12(a). If
the applied-for mark makes "a separate and distinct commercial impression apart from any other matter
with which the mark is or will be used on the specimen," then registration should not be refused on the
basis that the mark shown in the specimen does not match the mark shown in the drawing. TMEP
§807.12(d). Therefore, the issue is whether the applied-for mark, "FIRST ASCENT", has a separate and
distinct commercial impression apart from the commercial impression of "SUNCLOUD®". The mark
"FIRST ASCENT" creates a distinct and separate commercial impression because "FIRST ASCENT" is
the name of a particular line of products offered by Eddie Bauer while "SUNCLOUD®" is a separate
trademark owned by another party which is used to indicate the manufacturer of the goods. In In re Royal
Bodycare, Inc., 83 USPQ2d 1564 (TTAB 2007), the Board reversed a refusal of registration where a
specimen showed the applied-for mark "NANOCEUTICAL" next to an additional trademark "RBC". The
Board stated "[I]t is well established that a product can bear more than one trademark, that each trademark
may perform a different function for consumers and recipients of the productÂ…". Ibid (citing examples of
cases where a house mark and a product line mark were found to have different commercial impressions
due to their different respective functions). In the present case, the function of the "SUNCLOUD®" mark
is to identify the manufacturer of the goods. In contrast, the function of the applied-for mark, "FIRST
ASCENT", is to identify sunglasses included in a special line of products offered by the retailer, Eddie
Bauer. More specifically, the "FIRST ASCENT" product line is composed of high-performance outdoor
clothing, gear and accessories that are selected by elite wilderness guides and experts. The
"SUNCLOUD®" brand of sunglasses was selected to be part of the "FIRST ASCENT" branded line of
products. As such, both "SUNCLOUD®" and "FIRST ASCENT" are used as trademarks for these
particular sunglasses. Attachment A includes information about the selection process for the "FIRST
ASCENT" line of products. As stated in Attachment A, "First Ascent is a line of world-class expedition
and ski wear created with some of the best mountain and ski guides in the world." Since "FIRST
ASCENT" performs its function of identifying a branded line of products from applicant, the "FIRST
ASCENT" mark possesses a separate and distinct commercial impression from the trademark immediately
adjacent to it ("SUNCLOUD®"). Ibid. Online catalog pages often display two marks together such as
shown on Attachment B. This distinct commercial impressions is even more true because applicant does
not own the "SUNCLOUD®" and therefore could not include "SUNCLOUD®" in the application. To
maintain the refusal of registration, it must be shown that the consumers will perceive the wording "FIRST
ASCENT SUNCLOUD®" as a unitary trademark, where the components possess identical commercial
impressions. TMEP §807.12(d); In re Twenty Three East Adams Street Corp, Serial No. 76610826 (TTAB



February 13, 2009). In previous cases, the Board has held that mere proximity of the wording is not
enough to support a finding of a unitary mark. In re Productive Products International, Inc., Serial No.
78903442 (TTAB January 29, 2009) (where the specimen showed the applied-for mark "DIRT
GRABBER" directly adjacent to, and in the same font as, the mark "TAKMAT", however, the proximity
of the wording was not enough to find the mark unitary.) Please see Attachment C for a copy of the
specimen in In re Productive Products International. In the Productive Products case, both marks were in
plain type face, as they are here. As in the case with "DIRT GRABBER" and "TAKMAT", there is
nothing linking "FIRST ASCENT" and "SUNCLOUD®". If the mark components do not appear to be
modifiers of one another, this is evidence that the additional trademark "is not essential or integral subject
matter such that it must be included in the drawing." Ibid. (Finding that the wording "TAKMAT DIRT
GRABBER" was not a unitary mark because, in part, "TAKMAT" and "DIRT GRABBER" were not
modifiers of one another the way SAN DIEGO modified PADRES REPORT in the mark SAN DIEGO
PADRES REPORT.) Here, the applied-for mark "FIRST ASCENT" and the trademark "SUNCLOUD®"
possess very different connotations and meanings: the first is a mountaineering term-of-art while the
second is the combination of two words that are items in the sky. It is clear that FIRST modifies
ASCENT. However, "FIRST ASCENT" does not modify by "SUNCLOUD®", or vice versa, or
communicate any meaningful impression to consumers. FIRST ASCENT and SUNCLOUD® simply do
not go together. Instead, consumers viewing the applied-for mark, as shown on the specimen, are likely to
adopt the logical and reasonable conclusion that "FIRST ASCENT" and "SUNCLOUD®" are separable
trademarks with distinct commercial impressions. In re EMCO, Inc., 158 USPQ 622 (TTAB 1968)
(finding that "MEYER" and "RESPONDER" were separable trademarks with distinct commercial
impressions, despite the examining attorney's argument that the specimen displayed the unitary mark
"MEYER RESPONSER", because "MEYER" identified a line of products while the applied-for mark,
"RESPONDER", was "intended to and does distinguish" the applicant's goods from others). In re Servel,
Inc. 85 USPQ 257, 260 (CCPA 1950) held that the courts in a proper case may recognize the right to
registration of one part of an owner's mark consisting of two parts. Here, the two marks have different
owners and it only seems reasonable to allow registration of the FIRST ASCENT mark when applicant
does not even own the SUNCLOUD® mark. Finally, as the Examiner can appreciate, Applicant includes
"SUNCLOUD®" in the online catalog product listing to avoid misleading consumers who would not
understand that the glasses are made from a manufacturer other than Eddie Bauer. Applicant's intention
was to identity sunglasses sold under two marks owned by different parties, not to display a unitary mark.
Because the mark "FIRST ASCENT" has a separate connotation, meaning and function and different
owner than the trademark "SUNCLOUD®", the marks have distinct commercial impressions. As a result,
registration should not be refused on the basis that the mark shown in the specimen does not match the
mark in the drawing. Applicant respectfully requests withdrawal of the refusal of registration and
publication of the mark. Applicant has also filed the Notice of Appeal.
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Request for Reconsideration Signature
Signature: /Sabrina Stavish/     Date: 02/18/2015
Signatory's Name: Sabrina Stavish
Signatory's Position: Attorney, Colorado bar member

Signatory's Phone Number: 303-863-2972

The signatory has confirmed that he/she is an attorney who is a member in good standing of the bar of the
highest court of a U.S. state, which includes the District of Columbia, Puerto Rico, and other federal
territories and possessions; and he/she is currently the applicant's attorney or an associate thereof; and to
the best of his/her knowledge, if prior to his/her appointment another U.S. attorney or a Canadian
attorney/agent not currently associated with his/her company/firm previously represented the applicant in
this matter: (1) the applicant has filed or is concurrently filing a signed revocation of or substitute power
of attorney with the USPTO; (2) the USPTO has granted the request of the prior representative to
withdraw; (3) the applicant has filed a power of attorney appointing him/her in this matter; or (4) the
applicant's appointed U.S. attorney or Canadian attorney/agent has filed a power of attorney appointing
him/her as an associate attorney in this matter.

The applicant is filing a Notice of Appeal in conjunction with this Request for Reconsideration.
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